REMARKS 

In the Office Action, claims 1-26 and 41-82 were pending. Claims 41- 
49, 60-62 and 78-81 were allowed. Claims 1-21 , 25, 26, 50-59 and 63-77 
were rejected. Claims 22-24, 43 and 82 were objected to. 

Claims 1,4-6, 41-43, 46-55, 60, 63-65, 67, 68, 70-79 and 81 have 
been amended. The proposed amendment does not contain new matter. 
The subject matter of the amendments can be found at page 7, lines 3-5, of 
the originally filed specification and in the originally filed claims, among other 
places. Applicants respectfully request admission of the amended claims 1, 
4-6, 41-43, 46-55, 60, 63-65, 67, 68, 70-79 and 81. 

Claim 66, 69 and 82 have been canceled and are no longer at issue. 

I. Priority 

In the Office Action at page 2, the Examiner stated that Applicant 
claims priority to 08/899,265 but does not state the relation to the case, 
division, CIP, or continuation. The Examiner stated that the filing date of the 
priority case was not included. Applicants have amended the specification so 
that the first paragraph of page 1 which discusses related applications, reads 
properly. 

II. Claim Objections 

In the Office Action at page 2, claims 43, 67, 72, 76 and 77 were 
objected to. Claim 43, line 2, has been amended to read "about". Claim 67 
has been amended to depend upon claim 77. In claim 72, line 2, "is" has 
been deleted. Claim 76 has been amended to include a period. Claim 77 has 
been amended in a manner that overcomes the objection. 

III. Claim Rejections 

A. Rejection under 35 U.S.C. 112 

In the Office Action at page 2, claims 50-59 and 63-77 were rejected 
under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which Applicants 
regard as the invention. 
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The Examiner stated that claims 50-59 and 63-67 recite the limitation 
"the photocatalytically-activatable self-cleaning titanium dioxide layer" and 
there is insufficient antecedent basis for this limitation. Those claims have 
been amended to read "the photocatalytically-active titanium dioxide layer". 

Claims 50-55 and 63-67 directly or indirectly depend from claim 42, 
and claim 42 recites a coating comprising a photocatalytically-active titanium 
dioxide layer. Hence, there is sufficient antecedent basis for the limitation in 
the claims. 

Claims 56-59 don't mention "the photocatalytically-activatable self- 
cleaning titanium dioxide layer" so the Examiner must have erroneously 
included those claims in the rejection. 

In light of the above, Applicants respectfully request the withdrawal of 
the rejection of claims 50-59, 63-65 and 67 under 35 U.S.C. 112, second 
paragraph. 

The Examiner stated that claim 66 refers to a thickness of 100 
angstroms to less than 1 micron and such is inconsistent with the range in 
independent claim 42. Claim 66 has been canceled and is no longer at issue. 

The Examiner asked whether Applicants intend to claim an 
intermediate product in claims 68-77 which recite the "photocatalytically- 
activatable self-cleaning titanium dioxide layer 1 '. Applicants do not understand 
what the Examiner means by "intermediate product". The claims recite an 
article made up of a glass substrate with a photocatalytically-activate metal 
oxide coating over the substrate regardless of whether it is an "intermediate" 
or final product. Applicants respectfully request the withdrawal of the rejection 
of claims 68 and 70-77 under 35 U.S.C. 112, second paragraph. 

B. Double Patenting Rejection 

In the Office Action at page 3, claims 1-7, 14-20, 25 and 26 were 
rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-10 of U.S. Patent No. 
6,054,227. Applicants have submitted a timely filed terminal disclaimer in 
compliance with 37 CFR 1 .321 (c) with this response in order to overcome this 
rejection. 

C. Rejections under 35 U.S.C. 102 

1. Rejection over U.S. Patent No. 5,811,192 ("Takahama") 
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In the Office Action at page 4, claims 1-10 and 21 were rejected under 
35 U.S.C. 102(e) as being anticipated by Takahama. 

a. The Present Invention 

The present invention as recited in amended claim 1 is a 
photocatalytically-activated self-cleaning article of manufacture comprising: a 
substrate having at least one surface; and a photocatalytically-activated self- 
cleaning coating deposited over the surface of the substrate at a thickness of 
less than 1 ,000 Angstroms by a process selected from the group consisting of 
chemical vapor deposition, magnetron sputtered vacuum deposition and 
spray pyrolysis. 

b. The Takahama Reference 

Takahama discloses a substrate of which the surface is coated with a 
titanium dioxide film having a photocatalytic activity, which substrate is 
obtained by: depositing titanium dioxide in a film form on a surface of a 
substrate by contacting the substrate with a reaction solution containing 
ammonium titanium fluoride, water and an additive which shifts the following 
equilibrium reaction: (NH 4 )2 TiF 6 +2H 2 0<=>Ti0 2 +4HF+2NH 4 F toward a right 
side, and calcining the deposited titanium dioxide film. 

c. Traversal of the Rejection 

To anticipate a claim, a single source must contain all of the elements 
of the claim. See Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 
1367, 1379, 231 U.S.P.Q. 81, 90 (Fed. Cir. 1986). The present invention as 
recited in independent claim 1 is an article comprising a photocatalytically- 
activated self-cleaning coating deposited over the surface of the substrate at a 
thickness of less than 1 ,000 Angstroms. In contrast to the present invention, 
Takahama teaches a titanium dioxide film having a thickness of from 1,000 to 
2,000 angstroms. See the Office Action at page 4. Because Takahama does 
not disclose the thickness of the photocatalytically-activated self-cleaning 
coating as recited in claim 1 , it does not disclose each and every element of 
the present invention and cannot anticipate the recited article. As a result, 
Applicants respectfully request the withdrawal of the rejection of claim 1 under 
35 U.S.C. § 102(e). 

Claims 2-10 and 21 directly or indirectly depend on claim 1 and recite 
the present invention in varying scope. Applicants have discussed above how 
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amended claim 1 is not anticipated by Takahama and there is nothing in 
Takahama that teaches or discloses the invention as recited in claim 1 , as 
further limited by claims 2-10 and 21. As a result, claims 2-10 and 21 are not 
anticipated by the reference of record. Applicants respectfully request the 
withdrawal of the rejection of claims 2-10 and 21 under 35 U.S.C. § 102(e). 

2. Rejection over W096/13327 ("Fujishima") 
In the Office Action at page 4, claims 1-21 were rejected under 35 
U.S.C. 102(a) as being anticipated by Fujishima. 

a. The Fujishima Reference 

Fujishima discloses a glass plate coating formed of titanium oxide and 
having a thickness of 0.1 to 5 microns. A pre-coating film of silica may be 
provided between the substrate and the titanium oxide coating. The silica film 
may have a thickness of 0.02 to 0.2 microns. 

b. Traversal of the Rejection 

The requirements for a proper rejection under 35 U.S.C. 102 are stated 
above. The present invention as recited in independent claim 1 is an article 
comprising a photocatalytically-activated self-cleaning coating deposited over 
the surface of the substrate at a thickness of less than 1 ,000 Angstroms. In 
contrast to the present invention, Fujishima teaches a titanium dioxide coating 
having a thickness of from 0.1 to 5 microns (1 ,000 to 50,000 angstroms). See 
the Office Action at page 4. Because Fujishima does not disclose the 
thickness of the photocatalytically-activated self-cleaning coating as recited in 
claim 1 , it does not disclose each and every element of the present invention 
and cannot anticipate the recited article. As a result, Applicants respectfully 
request the withdrawal of the rejection of claim 1 under 35 U.S.C. § 102(a). 

Claims 2-21 directly or indirectly depend on claim 1 and recite the 
present invention in varying scope. Applicants have discussed above how 
amended claim 1 is not anticipated by Fujishima and there is nothing in 
Fujishima that teaches or discloses the invention as recited in claim 1, as 
further limited by claims 2-21 . As a result, claims 2-21 are not anticipated by 
the reference of record. Applicants respectfully request the withdrawal of the 
rejection of claims 2-21 under 35 U.S.C. § 102(a). 
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IV. Allowable Subject Matter 

In the Office Action at page 5, the Examiner stated that claims 41-49, 
60-62 and 78-81 were allowed. The Examiner also stated that claims 22-24, 
43 and 82 were objected to as being dependent upon a rejected base claim 
but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. The objection to 
claims 22-24 is moot as those claims now depend on an allowable base 
claim. Claim 43 has been amended to overcome an objection to it as 
discussed above. The objection to claims 23, 24 and 43 is now moot. 

V. Conclusion 

In light of the amendments and remarks presented in this 
correspondence, Applicants respectfully request the withdrawal of the 
objection to claims 43, 67, 72, 76 and 77; the rejection of claims 50-59 and 
63-77 under 35 U.S.C. 112, second paragraph; the rejection of claims 1-7, 14- 
20, 25 and 26 under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-10 of U.S. Patent No. 
6,054,227; the rejection of claims 1-10 and 21 under 35 U.S.C. 102(e) as 
being anticipated by Takahama; the rejection of claims 1-21 under 35 U.S.C. 
102(a) as being anticipated by Fujishima; and allowance of claims 1-26, 41-65 
and 67, 68 and 70-81. 

If any questions remain about this application, the Examiner is 
requested to contact Applicants' attorney at the telephone number provided 
below. Thank you. 



Respectfully submitted, 




JACQUES B. MILES 
Registration No. 42,888 
Attorney of Record 



Pittsburgh, Pennsylvania 
September 2, 2004 
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